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DETAILED ACTION 
Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

2. Claims 1-6, 8-13, 18, 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bogard (US 6,757,365 Bl) in view of Shaffer et al. (US 
7,031,268 Bl, hereinafter "Shaffer") for the same reasons applied to claims 1-6, 
8-13, 18, 24 in the last Office action and repeated below. 

Bogard discloses a method for establishing communications between a 
calling party using a telephone connection (caller at telephone 300 or 301; col. 
5, lines 32-41) and a called party using an instant messaging client (called 
party at computer 302 with an instant messaging service; col. 5, lines 55-67), 
comprising: 

receiving a telephone call connection request from the calling party 
(telephone caller requests a voice connection via voice portal 310; col. 8, lines 
25-33); and 

establishing end-to-end voice communications between the telephone 
connection and the instant messaging client (computer user selects to establish 
the IM voice protocol session with the telephone caller; col. 8, lines 33-44). 
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Bogard differs from claims 1 and 18 in that the called party is identified 
by the called party's IM username (e.g. "Buddy 1") rather than using a 
telephone number to retrieve the instant messaging identifier. However, 
Shaffer teaches that it is well known to have a caller identify a called party by 
the called party's telephone number, and then using the telephone number to 
retrieve an IM identifier corresponding to the telephone number (Figure 9B, 
step 900; Figure 18A, step 1806; col. 6, lines 16-21, 47-65). It would have 
been obvious to an artisan of ordinary skill to incorporate such use of a 
telephone number to identify an IM user, as taught by Shaffer, within the 
method of Bogard in order to simplify the process of identifying a called party 
by using the called party's telephone number rather than having to remember 
the called party's IM username. 

Regarding claims 2-5, in Bogard, the user's instant messaging client 
supports voice communication with a voice telephone caller by translating 
between telephone audio and IM voice protocol format (col. 8, lines 33-44). 

Regarding claim 6, in Bogard, a telephone caller requests a telephone 
connection with a logged in IM user (col. 8, lines 1-33). 

Regarding claim 8, in Bogard, a user profile can include privacy settings, 
limits to callers from a buddy list, etc. (col. 11, lines 12-18; col. 12, lines 1-23). 

Regarding claim 9, in Bogard, user's profile information indicates when a 
user's IM software can support voice communications (col. 8, lines 45-57). 
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Regarding claim 10, in Bogard, IM server 308 also determines if the user 
is currently online and able to receive the voice communication (col. 7, line 47 - 
col. 8, line 44). 

Regarding claims 1 1, 24, in Bogard, IM server 308 determines the called 
party's response to a prompt asking whether or not he/she wishes to accept 
the incoming call (col. 8, lines 29-44). 

Regarding claim 12, in Bogard, the end-to-end voice communication is 
established via telephony gateway 307 and voice portal 310 (Figure 3). 

Regarding claim 13, in Bogard, telephony gateway 307 interfaces 
between telephone network 304 and Internet 306 (Figure 3). 
3. Claims 16-17, 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Bogard and Shaffer, as applied to claims 
1 and 18 above, and further in view of Diacakis (US 2002/0120774 Al) for the 
same reasons given in the last Office action and repeated below. 

The combination of Bogard and Shaffer differs from claim 16 in that it 
does not specify the instant message identifier as corresponding to a time 
period designated for contacting the called party. However, Diacakis teaches 
the desirability of associating with an instant messaging identifier a time period 
during which the individual is present on the networks available to him, for 
example, instant messaging (paragraphs 39, 58) such that it would have been 
obvious to an artisan of ordinary skill to incorporate such association of a time 
period with an instant messaging identifier, as taught by Diacakis, within the 
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combination of Bogard and Shaffer in order to contact the called party using 
instant messaging during the time period in which the party can be reached by 
instant messaging. 

Regarding claims 17 and 19, Diacakis teaches an alias (e.g. Jonathan; 
Figure 8) for uniquely identifying the called party in an instant messaging 
environment among a plurality of instant messaging environments (note two 
instant message domain names in Figure 8) and destination information 
specifying one or more communication devices for reaching the called party 
(note voice telephone numbers and email addresses in Figure 8). 
4. Applicant's traversal of the restriction requirement in the reply filed on 
March 16, 2006 is acknowledged. The traversal is on the grounds that the 
search and examination can be made without serious burden because there 
are "overlapping search areas." This is not found persuasive. 

Newly added claims 20-23 recite a method in which the call treatment 
performed includes leaving a voice message or a facsimile message to the called 
party such that claims 20-23 are classified in Class 379, subclass 88.13. 
Contrary to applicant's remarks, the search area for claims 1-6, 8-13, 16-19 do 
not include Class 379, subclass 88.13, and the search area for claims 20-23 do 
not include 379, subclasses 93.24 and 90.01. Moreover, the steps recited in 
method claims 20-23 are not recited in method claims 1-19, and vice versa. 
Therefore, the examination of claims 20-23, drawn to an invention distinct 
from claims 1-6, 8-13, 16-19, would require a serious burden on the part of the 
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examiner. The requirement is still deemed proper and is therefore made 
FINAL. 

Applicant is reminded that a complete reply to the final rejection 
must include cancellation of nonelected claims or other appropriate 
action (37 CFR 1.144) See MPEP § 821.01. 

Response to Arguments 

5. Applicant's arguments filed August 2, 2006 have been fully considered 
but they are not persuasive. 

Applicant argues that "remembering a called party's IM username, which 
typically has some semblance to the user (e.g., the user's actual name), is more 
simple than remembering a telephone number." The examiner disagrees. A 
calling party who is unfamiliar with a called party's self-chosen username 
cannot possibly guess as to what username the called parly has selected. 
However, a calling party who desires to place a telephone call to a called party 
can easily obtain the exact telephone number needed to contact the called 
party. Applicant further argues that "[a]t not point does Bogard even imply 
that a computer user 302 is near a telephone." However, the association of a 
user's telephone number with the user's IM username has nothing to do with 
the physical locations of a telephone and computer user. Moreover, it is 
Shaffer which is relied upon for teaching the desirability of retrieving a user's 
IM username based on the user's telephone number. 
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6. Applicant further argues that "Shaffer et al uses an IM service as a 
means to invite someone to join an ongoing conference. This mode of 
communication is distinct from the end-to-end voice communication that 
occurs later over a media transport channel. Notably, the IM communication 
occurs over a channel unable to support end-to-end voice communications 
between the calling and called parties/' However, applicant is reminded that it 
is Bogard y not Shaffer et al, which was relied upon for teaching IM 
communication over a channel which supports end-to-end voice 
communication between calling and called parties. Again, Shaffer et al was 
relied upon for its teaching of retrieving a user's IM username based on the 
user's telephone number. In response to applicant's arguments against the 
references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into 
account only knowledge which was within the level of ordinary skill at the time 
the claimed invention was made, and does not include knowledge gleaned only 
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from the applicant's disclosure, such a reconstruction is proper. See In re 
McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

8. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Stella L. Woo whose telephone number 
is (571) 272-7512. The examiner can normally be reached on Monday-Friday, 
8:00 a.m. to 4:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Curtis Kuntz can be reached on (571) 272-7499. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 



Application /Control Number: 10/783,221 



Page 9 



Art Unit: 2614 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. .^.-^ 




Stella L. Woo 
Primary Examiner 
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